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DETAILED ACTION 

Claim Objections 

1 . Claims 1 -7 objected to because of the following informalities: Claims 1 -7 are 
objected to for the use of the word point instead of claim. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claim 1 rejected under 35 U.S.C. 102(b) as being anticipated by Weiner (US 
5628396). 

Regarding claim 1, Weiner discloses an advertising medium with adhesively 
attached pieces of paper on which messages can be printed. The attached paper of 
Weiner can also be detached to wrap used chewing gum (Col. 2, lines 54-58; Fig. 1 , 
42). 

4. Claims 1 and 3-5 rejected under 35 U.S.C. 102(b) as being anticipated by 
Bustamante (US 1885076). 

Regarding claim 1, Bustamante discloses an object to provide advertising 
novelty adapted to have a large amount of advertising in a small space (Col.1, lines 9- 
13). The object of Bustamante also has a plurality of separate leaves of paper inside 
the cover (1 ) (Col. 1 , lines 38-45). 
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The recitation in the claims that the inserted papers is "for used chewing gum" is 
merely an intended use. Applicants attention is drawn to MPEP 21 1 1 .02 which states 
that intended use statements must be evaluated to determine whether the intended use 
results in a structural difference between the claimed invention and the prior art. Only if 
such structural difference exists, does the recitation serve to limit the claim. If the prior 
art structure is capable of performing the intended use, then it meets the claim. 

It is the examiner's position that the intended use recited in the present claims 
does not result in a structural difference between the presently claimed invention and 
the prior art and further that the prior art structure is capable of performing the intended 
use. Given that Bustamante discloses the inserted papers as presently claimed, it is 
clear that the inserted papers of Bustamante would be capable of performing the 
intended use, i.e. disposal of used chewing gum, presently claimed as required in the 
above cited portion of the MPEP. 

Regarding claim 3, Bustamante discloses the cover (Fig. 1, #1) being made of 
cardboard (Col. 1, lines 38-40). 

Regarding claim 4, Bustamante discloses a printed advertisement on the face of 
the folded cover (Fig. 2). 

Regarding claim 5, Bustamante discloses a printed message on the front 
surface of the first paper (Fig. 1). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-7 rejected under 35 U.S.C. 103(a) as being unpatentable over Weiner 
(US 5628396) as applied to claim 1 above, and further in view of Davidson (US 
1547101). 

Regarding claims 2, 3 and 4, Weiner discloses everything from the 
aforementioned claim 1 . 

Weiner fails to disclose adhering the papers to a folded cover. 

Davidson discloses a cover made of cardboard in which has back and a front flap 
(Fig.1 , # 1 , 3, 5) corresponding to applicants cardboard cover (1 ) and folding cover (5) 
(Col. 1 , lines 45-51 ; Col. 2, line 1 ). Furthermore, the front flap (3) of Davidson is 
received beneath front section (5) when in the closed position (Col. 2, lines 95-97). 
Davidson also discloses a printed advertisement on the front of the cardboard cover 
(Col.2, lines 77-80). 

It would have been obvious to one of ordinary skill in the advertisement art at the 
time of the invention to modify the advertising paper tablet of Weiner to include the 
cover of Davidson because the cover would allow for strength and durability of the 
product (Col. 1, lines 9-11). 
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Regarding claim 5, Weiner discloses a printed message on the papers in the 

tablet. 

Regarding claim 6, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to use recycled material for the inserted papers because it 
would allow for environmentally and ecologically friendly disposal. 

Furthermore, Weiner discloses the claimed invention except for the use of 
recycled material for the inserted papers. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to substitute recycled paper 
for any other paper, since it had been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious engineering choice. In re Leshin, 1 25 USPQ 416. 

Regarding claim 7, Davidson discloses the folding over of the front flap (3) to 
complete the package as explained above. In addition, the use of recycled material for 
the inserted papers is obvious to one of ordinary skill in the art at the time of the 
invention as explained in claim 6 above. 

7. Claims 1-7 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bustamante (US 1885076). 

Regarding claim 1, Bustamante discloses an object to provide advertising 
novelty adapted to have a large amount of advertising in a small space (Col.1, lines 9- 
13). The object of Bustamante also has a plurality of separate leaves of paper inside 
the cover (1 ) (Col. 1 , lines 38-45). The papers of Bustamante are detachable and 
therefore could be detached for the use of covering used chewing gum. 
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Regarding claim 2, Bustamante discloses a folded cover (Fig. 1, #1), a plurality 
of inserted leaves or strips (Fig. 1, #3), stapled together (Fig. 2, #2) to enable each 
piece of paper to be removed from the object (Col. 2, lines 50-61 ). 

Furthermore, Bustamante discloses the claimed invention except for the use of 
glue for the inserted papers instead of staples. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to substitute glue for 
the staples as the adhesion method, since it had been held to be within the general skill 
of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious engineering choice. In re Leshin, 125 USPQ 416. 

Regarding claim 3, Bustamante discloses the cover (Fig. 1, #1) being made of 
cardboard (Col. 1, lines 38-40). 

Regarding claim 4, Bustamante discloses a printed advertisement on the face of 
the folded cover (Fig. 2). 

Regarding claim 5, Bustamante discloses a printed message on the front 
surface of the first paper (Fig. 1). 

Regarding claim 6, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to use recycled material for the inserted papers because it 
would allow for environmentally and ecologically friendly disposal. 

Furthermore, Bustamante discloses the claimed invention except for the 
use of recycled material for the inserted papers. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to substitute recycled 
paper for any other paper, since it had been held to be within the general skill of a 
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worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious engineering choice. In re Leshin, 125 USPQ 416. 

Regarding claim 7, Bustamante discloses the folding over of the cover (Fig. 1 , 
#1) to complete the package as explained above. This is also exemplified in the Figure 
2 of Bustamante. In addition, the use of recycled material for the inserted papers is 
obvious to one of ordinary skill in the art at the time of the invention as explained in 
claim 6 above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN WOLF whose telephone number is (571)270- 
7085. The examiner can normally be reached on M-Th 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571)272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. W./ 

Examiner, Art Unit 1794 
/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



